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Google Inc., 
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Mark:  CHROME 

Issued:  December 25, 2007 

 

Registration No.:  3,951,287 

Mark:  CHROME 
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REGISTRANT’S OPPOSITION TO PETITIONER’S  

MOTION TO COMPEL DISCOVERY AND FOR AN EXTENSION OF DEADLINES 

Registrant VIA Technologies, Inc. (“VIA”) respectfully submits this memorandum of points 

and authorities and the concurrently-filed declarations of Irene Lee (“Lee Decl.”) and Amy Wu (“Wu 

Decl.”) in opposition to the Motion To Compel Discovery And For An Extension Of Deadlines 

(“Motion” or “Mot.”) filed by Petitioner Google, Inc. (“Google”). 

I. INTRODUCTION 

 In what has now become its signature move, Google has once again deliberately waited until 

the last minute before bringing a meritless motion falsely alleging discovery deficiencies on VIA’s 

part in an effort to cover up its own failure to diligently pursue discovery and justify still further 

delaying these proceedings without good cause. But as also noted in VIA’s oppositions to both 

Google’s prior motion to compel that it waited until the eve of the then-existing discovery cutoff to file 

and then withdraw (Dkt. 20) and its motion to amend its petition for cancellation that it waited over 28 

months to bring1 (Dkt. 38), it is clear that it is Google and not VIA that has engaged in gamesmanship 

and bad faith delaying tactics through the entirety of these proceedings. 

It is equally clear that Google is not entitled to any of the relief sought in the instant motion. 

Specifically, Google asks the Board to compel responses to discovery requests that VIA has already 

provided or was never obligated to provide. Its demands are based on nothing more than misstatements 

                                                
1
 VIA also refers the Board to its June 11, 2015 motion to quash for still more details about Google’s 

improper maneuvering in this matter, including Google’s admission that it is using this motion to do an 

end-run around the requirement that discovery depositions be taken before the close of discovery. Dkt. 43. 



REGISTRANT’S OPPOSITION TO PETITIONER’S MOTION TO COMPEL AND FOR EXTENSION OF TIME        PAGE 2 OF 26 

of law and so-called gaps in VIA’s document collection and production that Google has fabricated 

based on speculation or misrepresentations and omissions. For instance, Google falsely represents that 

there is no overlap between the additional custodians whose documents it asks the Board to compel 

VIA to produce and the dozen custodians whose documents VIA has already produced when the 

testimony on which it relies is clearly to the contrary. Google also claims without factual basis that 

VIA’s attestations under oath that efforts were already made to collect responsive documents from 

custodians like Richard Brown are incredible. Further, Google omits to mention that it never conferred 

with VIA about the custodians from whom it would collect and produce documents during their Rule 

26(f) conference or otherwise until discovery had been under way for almost a year and VIA had 

largely completed its productions. 

Google’s demands that VIA be compelled to identify licensees or related companies upon 

whose use of the CHROME mark it relied when making trademark office filings and currently relies, 

and to collect and produce documents from such parties regardless of whether they are within VIA’s 

control are likewise devoid of merit. Google cannot compel VIA to identify the licensees or related 

companies it relied on at these specific junctures because it never propounded an interrogatory seeking 

this information. TBMP § 402.02. Google has also admitted that VIA stated in responses to requests 

for production (“RFPs”) served nearly two years ago that its productions would not include documents 

of non-VIA entities as they were outside of VIA’s possession, custody, or control. Mot. at 12-13 & 

n.6; 5/28/15 Givner-Forbes (“G-F”) Decl. Re Mot. to Compel (Dkt. 41), Ex. G at 3 & Ex. J at 7. This 

is all that VIA was required to do under Pioneer Kabushiki Kaisha v. Hitachi High Technologies 

America, Inc., which squarely held that “[i]t should be enough for [a] party [responding to RFPs] to 

respond by saying that a particular document is . . . not in the responding party’s possession, custody, 

or control” and thereby give the requesting party “the opportunity to timely seek a subpoena and 

obtain the documents by other means.” 74 USPQ2d 1672, 1679 (TTAB 2005); see also TBMP § 

406.02. 

For its part, despite having long since known that VIA was not producing documents on behalf 

of non-VIA entities, as well as the identity of the non-VIA entities whose use VIA was relying on from 
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VIA’s response to its Interrogatory No. 1 served on May 30, 2014, Lee Decl.2, Ex. 1, Google failed to 

fulfill its own duties under Pioneer to seek documents directly from such non-VIA entities. Indeed, 

Google made no effort to seek documents from non-VIA entities other than to serve a subpoena3 on 

Fujitsu America on May 19, 2015, at the tail end of the consented discovery period.4 Id. at Ex. 2. 

Google also makes no effort in its Motion to carry its burden of showing that VIA has control over 

these non-VIA entities such that it can be compelled to procure and produce their documents. 

Further, Google’s attempt to compel VIA to produce more documents supporting its use of the 

CHROME mark over VIA’s representations that it has produced all of the documents it could 

reasonably locate constitutes an improper pre-trial challenge to the sufficiency of VIA’s evidence. It is 

indisputable that VIA has already provided extensive discovery regarding its use of the CHROME 

mark, including over 3,400 pages of documents. In fact, even Google concedes that the documents 

produced by VIA are sufficient to establish use of the CHROME mark on the bulk of the goods and 

services that VIA is seeking to maintain5 in the Subject Registrations – i.e., goods and services relating 

to chips, chipsets, graphics processing units, cards and boards. 4/21/15 G-F Decl. Re Mot. for Leave to 

Am. (Dkt. 35) ¶ 11 (conceding that VIA’s documents show “graphics chips, chipsets, graphics 

processing units (GPUs), including GPUs installed on what appear to be graphics or video cards, and 

software drivers that allow these products to operate with third-party hardware or software, all bearing 

the CHROME mark” and “customization services provided to Registrant's customers for its graphics 

chips, chipsets, and graphics processing units (GPUs), and associated software drivers under the 

CHROME mark”); 4/21/15 Google Mot. for Leave to Am. (Dkt. 35) at 3 & n.1. While the parties may 

continue to disagree as to whether VIA has produced sufficient evidence to establish use as to a 

handful of remaining goods and services, including computers, such disagreement constitutes the 

                                                
2
 All references to “Decl.” are to declarations that were specifically submitted in support of or in opposition 

to the instant Motion to Compel. Other declarations will be referenced by date, filing, and docket number. 
3
 Google simultaneously served a deposition subpoena on Fujitsu America. 

4
 On March 20, 2015, the Board granted Google’s consented motion to extend discovery to May 3, 2015. 

Dkt. 28. On March 27, 2015, Google filed another consented motion seeking to extend discovery to June 2, 

2015. Dkt. 29. As of filing the instant motion, the Board has not granted Google’s March 27, 2015 motion. 
5
 As explained more fully below, Google’s exaggerated list of “Disputed Goods and Services” includes 

many goods that Google is aware VIA deleted from Registration No. 3,360,331 prior to these proceedings, 

see 2/14/13 Combined Decl. of Use and Incontest. Under §§ 8 & 15, and many services that Google is 

aware VIA moved to amend Registration No. 3,951,287 to delete and specifically agreed to accept 

judgment as to prior to Google bringing this motion. (Dkt. 30, 42). 
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ultimate issue remaining in these proceedings and is for the Board to resolve at final hearing after 

considering all of the documents, trial testimony, and arguments submitted by both sides. It is not a 

matter that Google can force the Board to prematurely review in contravention of its longstanding rule 

against considering the probative value or sufficiency of evidence prior to final decision. TBMP §§ 

502.01, 534.04. Nor is it a matter that Google can unilaterally decide as it purports to do here by 

ignoring or mischaracterizing as non-responsive documents already produced by VIA showing use as 

to the disputed goods and services on their face, and twisting the limited testimony of Amy Wu, who 

made clear on the record that her knowledge was largely confined to use on graphics component 

products and services and that Google needed to speak to other witnesses about use on other goods and 

services. See infra III.D. Of course, Google had ample opportunity to depose other witnesses who were 

actually capable of confirming VIA’s use on such other goods and services – including the 30(b)(6) 

witness designated and offered by VIA over a year ago – but chose not to do so.  

Finally, as for Google’s request that the Board further extend the discovery period by “at least 

60 days” to allow it to “review additional documents produced in response to this Motion and the 

parties to conduct any additional discovery needed thereafter,” since Google is not entitled to 

additional documents, no such extension is warranted even by the terms of Google’s own request. 

Moreover, that Google wasted the previous six discovery extensions agreed to by VIA and granted by 

the Board, and deliberately waited until three business days prior to the seventh and final discovery 

cutoff agreed to by VIA to bring this motion despite having known of VIA’s so-called discovery 

deficiencies for months undercuts that it has good cause for an extension of any length to conduct its 

purported follow-up discovery. In fact, VIA only agreed to Google’s prior demands for supplemental 

interrogatory responses and productions and unduly long extensions to avoid burdening the Board with 

unnecessary discovery motions and drive this case to a final adjudication on the merits without the 

added delay attendant with having to suspend proceedings to adjudicate such motions, but Google has 

shown time and again that it has no intention of allowing this to occur.   

In sum, the Board should put an end to Google’s bad faith tactics and failure to diligently 

pursue discovery by: (1) denying its motion to compel unreasonably duplicative and cumulative 

discovery and extend the discovery period for an eighth time; and (2) setting the schedule for trial. 



REGISTRANT’S OPPOSITION TO PETITIONER’S MOTION TO COMPEL AND FOR EXTENSION OF TIME        PAGE 5 OF 26 

II. FACTUAL BACKGROUND 

Discovery in these proceedings commenced in July 2013 with the parties’ Rule 26(f) 

conference. Lee Decl., Ex. 3 (Chen Depo. Tr.), 80:22-81:3. At no point prior to, during, or after that 

conference did the parties reach any agreement about the protocols that they would use for collecting 

and producing responsive documents, including as to search methods, the use of keywords, and the 

custodians and sources that they would each check. Id. at 81:4-90:7. In fact, the first time Google 

sought to discuss VIA’s protocols for gathering documents responsive to its RFPs was in February 

2014, after discovery had been underway for more than seven months and VIA had already made 

several productions. Id. at 87:9-90:7. By then, VIA had devised its own reasonable plan to gather and 

produce documents responsive to Google’s RFPs in compliance with the Board’s rules, which entailed 

its in-house legal team working with supervisors of the sales, marketing, finance, and production 

departments of its graphics, chipset, and embedded product divisions to identify a dozen custodians 

across those divisions who were likely to have responsive information, and directing those custodians 

to search their electronic and paper files using keywords that were tested to ensure they would return 

potentially responsive documents. Id. at 22:11-24:15, 61:9-61:21, 68:21-69:5. 

In sharp contrast to Google – which failed to provide a single document or substantive 

response to VIA’s RFPs and interrogatories served in September 2013 until June 20, 2014 after VIA 

had followed up multiple times and ultimately threatened to bring a motion to compel, 7/9/14 Lee 

Decl. Re VIA Opp. to Mot. to Compel (Dkt. 20) ¶¶ 2-6 & Exs. A-E – VIA not only timely served 

written responses to Google’s discovery requests and promptly produced responsive documents, it 

supplemented its responses and productions multiple times to address Google’s complaints, whether 

warranted or not, offered to make all witnesses in its control available, and consented to multiple 

unnecessary discovery extensions demanded by Google to avoid burdening the Board with 

unnecessary motion practice. For instance, VIA served objections and responses to July 2, 2013 RFPs 

and interrogatories propounded by Google on August 6, 2013, G-F Decl. (Dkt. 41), Exs. D, G, and 

made its first production on August 9, 2013, Lee Decl. ¶ 5. Thereafter, VIA made eleven more 

productions on a rolling basis between September 9, 2013 and May 20, 2015, but the bulk of its 

production was complete by June 11, 2014. During the entirety of the past year, VIA produced only 
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443 pages of documents to respond to Google’s repeated complaints that its prior productions totaling 

2,983 pages of documents were deficient even despite VIA’s belief that these complaints were 

meritless, and to bring its productions current given the additional time that had passed in discovery 

due to Google’s delaying tactics. Lee Decl. ¶ 5. Similarly, VIA supplemented its written discovery 

responses multiple times even when it disagreed that they were deficient to avoid burdening the Board 

with discovery motions and to move the case towards a trial on the merits. Id.  

VIA also made reasonable efforts to accommodate Google’s timely requests for depositions of 

VIA witnesses, contrary to Google’s false statement6 in the instant motion that its June 24, 2014 

motion to compel was filed, in part, “to compel Registrant to make available a 30(b)(6) witness on the 

topics of Registrant’s document collection, review, and production.” Mot. at 15. In fact, VIA had 

designated Dr. Ken Weng, CEO of its U.S. subsidiary, S3 Graphics (“S3”), as its witness on all of 

Google’s 30(b)(6) topics, including the exact topics that were the subject of its prior motion to 

compel, in April 2014, and that VIA’s counsel and Dr. Weng held June 19 and 20, 2014 open for this 

deposition for over six weeks at Google’s request. 7/9/14 Lee Decl. Re VIA Opp. to Mot. to Compel 

(Dkt. 20) ¶ 8 & Ex. H. Despite having demanded that VIA reserve these dates during what was, at the 

time, the final week of discovery, and stonewalled in response to five separate written requests by VIA 

between May 2, 2014 and June 17, 2014 that it confirm either June 19 or 20 for Dr. Weng’s 

deposition, Google waited until the evening of Thursday, June 19, 2014 to demand for the first time 

that VIA consent to splitting Google’s 30(b)(6) topics over two separate depositions and another 60-

day extension to allow it to review the 384 pages of documents and supplemental responses to three 

interrogatories provided by VIA after May 30, 2014. Id. at Exs. C, E, H; 6/24/14 Krajeck Decl. Re 

Mot. to Compel (Dkt. 18), Ex. Y.  

                                                
6
 Google also falsely claims that VIA “unilaterally” rescheduled the deposition of another witness “without 

any word to Google.” Mot. at 18. The witness’ own email that Google cites as “evidence” for this 

proposition proves otherwise, stating that the witness rescheduled his deposition “through VIA’s attorney” 

not that VIA’s attorney rescheduled his deposition. In fact, VIA’s counsel only asked the witness about 

sitting for his deposition between May 19-21 because Google’s counsel had provided those dates to VIA’s 

counsel as the dates they were available and had said they were unable to reach the witness themselves. Lee 

Decl. ¶ 6 & Ex. 4. But after informing VIA’s counsel that May 21 would work for him, the witness 

contacted Google’s counsel to move his deposition date again before VIA’s counsel had a chance to relay 

to them that he had initially been agreeable to May 21. Id. 
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On Monday, June 23, 2014, while questioning Google’s need for 60 days to review a few 

hundred pages of documents and three interrogatory responses, VIA offered: (1) to consent to the 

requested extension provided that it only be used to complete outstanding discovery and (2) several 

times that it was available meet and confer with Google about its demands. 6/24/14 Krajeck Decl. Re 

Mot. to Compel (Dkt. 18), Ex. Z. On June 24, 2014, Google moved to compel without meeting and 

conferring as VIA had expressly offered to do in violation of its duties under Trademark Rule 

2.120(e). Dkt. 17-18. 

After VIA opposed Google’s prior motion to compel on July 9, 2014, including by pointing out 

Google’s failure to meet and confer in good faith, Dkt. 20, Google pleaded with VIA to resolve the 

motion by agreement. Rhee Decl. Re Mot. to Quash (Dkt 43), Ex. 7. On July 28, 2014, in lieu of filing 

a reply in support of its motion to compel, Google submitted a joint motion seeking to extend all 

deadlines by 120 days instead of the 60 days Google had initially requested, purportedly to 

accommodate Google’s taking of: (1) depositions by written question of VIA’s 30(b)(6) deponent on 

the topic of VIA’s discovery efforts and VIA’s Vice President of marketing, Richard Brown, which 

Google inexplicably insisted that it had to start back-to-back and two weeks apart rather than 

simultaneously; and (2) the in-person depositions of Dr. Weng, Amy Wu, and Pat Meier, which 

Google also inexplicably insisted that it could not take simultaneously with Mr. Brown’s deposition by 

written question. Id. at 14-25; Dkt. 21. While VIA again expressed skepticism that a 120-day extension 

was warranted, it acquiesced to Google’s demand to avoid burdening the Board with the motion to 

compel and in light of Google’s promises that it would neither seek further supplementation of VIA’s 

response to Interrogatory No. 4 nor “propound[] any new discovery requests unless such requests stem 

from information acquired in the above-referenced depositions or constitute follow-up to previously 

served discovery requests,” which promises Google has since broken. Rhee Decl. Re Mot. to Quash 

(Dkt 43), Ex. 7 at 14-19. 

On November 25, 2014, Google took the deposition by written question of Inky Chen, VIA’s 

designee on Google’s 30(b)(6) topics relating to document collection and production. Id. at ¶ 15. 

During this deposition, Ms. Chen explained the above-described steps taken by VIA to collect and 

produce responsive documents from a dozen custodians, including Epan Wu and Joseph Chung and 
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Audry Tsai from VIA’s U.S. sales and marketing team. G-F Decl. (Dkt. 41), Ex. H (Chen Depo. Tr.) 

at 23:25-24:6. Ms. Chen also confirmed that Mr. Brown, Dr. Weng, and Miller Chen, VIA’s CFO do 

not have additional responsive documents to produce due to their senior positions at the company and 

limited involvement in marketing and selling CHROME-related goods and services. Id. at Ex. H (Chen 

Depo. Tr.) at 47:4-47:13, 61:22-62:15, 76:17-77:1. Ms. Chen also explained that VIA had collected 

documents from the relevant teams under Mr. Brown and Dr. Weng in a good faith effort to ensure 

that its production included responsive documents from those teams. Id. at 24:6, 47:4-47:13, 62:4-

62:5. 

On December 12, 2014, Google deposed Amy Wu, who worked for S3 for 12 years before 

becoming Assistant Director of Product Marketing for VIA, and who testified over and over that her 

knowledge was largely limited to use on graphics component products and services and that Google 

would need to speak with other witnesses about use on non-component products and services such as 

computers and motherboards. Lee Decl. ¶ 7 & Ex. 5 (Wu Depo. Tr.) at 34:10-15 (“Q: Does VIA 

Technologies sell a computer named Chrome? THE WITNESS: I don't know. I don't handle those 

products; so I don't know.”), 79:13-15 (“A: I'm a component sales, so I sell the component to my 

customer so they will use my component to make the finished product.”), 102:25-104:3 (testifying 

that, “I don’t work on system product. I only -- I'm a component product, so it’s different” in 

responding to questions re whether VIA “offer[s] any other personal computers named Chrome [other 

than ARTIGO]”), 149:6-17 (responding to questions re whether VIA sells “a motherboard called 

Chrome” by testifying “I don't know. . . . I think the board and system marketing or board system sales 

would know. . . .”), 168:16-21 (“Q: [J]ust to clarify, the services that you have knowledge about just 

relate to customization of software or hardware related to the graphics device or graphics component? 

A: Graphic component or system component.”), 173:23-175:4 (responding to questions re whether 

VIA provides “computer system analysis or computer diagnostic services” by testifying “I believe so, 

but I – I am not in the position to know all of them” only that “since I work in S3, we provide all of 

those service.”). When asked to identify VIA’s U.S. sales and marketing team members, Ms. Wu 

identified Joseph Chung and Audry Tsai among others. G-F Decl. (Dkt. 41), Ex. I (Wu Depo. Tr.) at 
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55:5-21 & Ex. J at 6; Wu Decl. ¶ 2. Ms. Wu also testified that Iming Pai had just taken over from Epan 

Wu as U.S. sales and marketing head in October 2014. Lee Decl., Ex. 5 (Wu Depo. Tr.) at 56:4-58:13. 

On February 4, 2015, the Board issued an order lifting the suspension it imposed in September 

2014 upon Google’s filing of its notice of Ms. Chen’s deposition by written question and stating that 

discovery would close on April 3, 2015. Dkt. 26. Despite having known the identity of the dozen 

custodians from whom VIA had produced documents and that VIA did not have documents to produce 

for Mr. Brown, Dr. Weng and Mr. Chen since November 25, 2014, Google waited to send a letter after 

the close of business on Friday, February 13, 2015, claiming that VIA’s document productions were 

deficient because, inter alia, VIA had not produced documents from Mr. Brown, Dr. Weng, Mr. Chen, 

Mr. Pai and the rest of VIA’s U.S. sales and marketing team. Rhee Decl. Re VIA Mot. to Quash (Dkt. 

43), Ex. 8. The parties had a meet and confer call about this letter on February 26, 2015, during which 

VIA agreed, in a good faith effort to avert pointless motion practice, that it would review its 

productions and supplement them as needed, if at all, by March 16, 2015, and consent to extend the 

discovery period by 30 days to May 3, 2015 to give Google ample time to review such supplemental 

documents, if any, and prepare for depositions. Id. at Ex. 9. VIA further agreed that if it did not 

complete its supplemental production by March 16, 2015, it would consent to a second 30 day 

extension to June 2, 2015 to give Google still more time to review the supplemental documents and 

prepare for depositions. Id.  

On March 4, 2015, Google filed the agreed-on consent motion to extend the discovery period 

to May 3, 2015. Dkt. 27. On March 16, 2015 and March 23, 2015, VIA made two supplemental 

productions of 125 and 187 pages, for a grand total of 312 pages. Rhee Decl. Re VIA Mot. to Quash 

(Dkt. 43) ¶ 16. On March 27, 2015, Google filed a consent motion to extend the discovery cutoff by 

another 30 days to June 2, 2015 that the Board has yet to approve. Dkt. 29. The parties also conducted 

a meet and confer on March 27, 2015, during which Google’s counsel asserted that VIA’s 

supplemental productions had failed to address the alleged deficiencies Google had complained of in 

its February 13, 2015 letter and asked whether VIA would be producing any additional documents to 

address these alleged deficiencies. G-F Decl. (Dkt. 41) ¶ 53; Lee Decl. Re Mot. to Quash (Dkt. 43) ¶ 2. 

VIA’s counsel responded in the negative. Id. Thus, by no later than March 27, 2015, with 67 days 
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remaining in the consented discovery period, Google had not only admittedly finished reviewing 

VIA’s 312-page supplemental productions, but knew VIA would not be producing any additional 

documents, including from the additional VIA custodians and non-parties whose documents Google is 

now moving to compel VIA to produce. 

Even with this knowledge, Google waited for over two more months, and until three business 

days before the consented discovery cutoff, to file this Motion on May 28, 2015. Dkt. 41. It also 

waited until just two days prior to filing this Motion (i.e., five business days before the close of 

discovery) to serve by First Class Mail, 317 requests for admission and an unexpected and untimely 

notice of deposition by written question of Mr. Chen, in contravention of its prior promises to “refrain 

from propounding any new discovery requests unless such requests stem from information acquired in 

the above-referenced depositions [which depositions did not include Mr. Chen’s] or constitute follow-

up to previously served discovery requests.” Rhee Decl. Re Mot. to Quash (Dkt 43), Ex. 7 at 14-19.  

III. ARGUMENT 

Google seeks an order compelling the following discovery from VIA: (1) documents 

responsive to Google’s requests from VIA custodians that VIA has either already collected documents 

from or that overlap in function with and are duplicative of the dozen custodians whose documents 

VIA has already collected and produced in these proceedings; (2) the identity of any licensee or related 

company upon whose use of the CHROME mark VIA relied when making certain filings with the 

trademark office or currently relies despite that Google never promulgated an interrogatory seeking 

such information; (3) documents responsive to its RFPs in the possession of licensees or related 

companies that are neither VIA entities nor otherwise under VIA’s control despite that Google has 

admittedly known since August 6, 2013 that VIA was unable to produce such documents and made 

virtually no effort to obtain them by subpoena; and (4) still more documents showing continuous use 

of the CHROME mark in connection with the goods and services identified in the CHROME 

registrations or concessions that there are goods and services on which the mark was never used or 

only used for a limited time despite that VIA has already produced all of the responsive documents 

that it could locate upon a reasonably diligent search in compliance with the Board’s rules, that no 

further amendments to its interrogatory responses are required, and that even Google unequivocally 
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admits that the documents it has already received demonstrate such use as to the majority of the goods 

and services at issue.   

Additionally, Google seeks to extend the discovery period by 60 more days to review any 

documents produced in response to this Motion and conduct additional discovery despite that Google 

is not entitled to additional documents and has no cause, let alone good cause, for the Board to grant 

yet another extension given its lack of diligence in pursuing discovery over the past 23 months.  

The Board should deny each of these requests for the reasons set forth in turn below. 

A. Google Is Not Entitled To Discovery From Additional And Duplicative 

VIA Custodians. 

Google’s request that the Board compel VIA to produce documents from Mr. Brown, Dr. 

Weng, Epan Wu, Mr. Pai, Vincent Tan, Kevin Huang, Mr. Chen, and “all” members of VIA’s U.S. 

sales and marketing team is facially improper and unreasonable as it would require VIA to produce 

documents that it has already attested under oath do not exist and/or that are duplicative and 

cumulative of documents that have already been produced. 

Notwithstanding its citations to Rule 34 of the Federal Rules of Civil Procedure (“FRCP”), 

Google’s right to discovery, particularly in TTAB proceedings, is far from unlimited. Phillies v. Phila. 

Consol. Holding Corp., 107 USPQ2d 2149, 2152 (TTAB 2013); TBMP § 402.02. It is well settled that 

the scope of discovery in TTAB proceedings is narrower than in civil litigation. TBMP § 402.01; B&B 

Hardware v. Hargis Indus., 135 S. Ct. 1293, 1309 (2015). To this end, the Board has admonished 

parties to bear in the mind “the very limited nature of the Board's jurisdiction,” that “the issues [in 

Board proceedings] do not warrant a record [constituting thousands of pages which are better reserved 

for district court litigation],” and that “‘scorched earth’ litigation tactics and ‘leave no stone unturned’ 

trial strategy do not improve a party’s odds before the Board.” Gen. Mills v. Fage Dairy, 100 USPQ2d 

1584, 1591 (TTAB 2011). The Board has also adopted all of the restrictions on the frequency or extent 

of discovery in FRCP 26(b)(2)(C), stating that, “[e]ven if the discovery sought by a party is relevant, it 

will be limited, or not permitted, where, inter alia, it is unreasonably cumulative or duplicative; or is 

unduly burdensome or obtainable from some other source that is more convenient, less burdensome, or 

less expensive; or ‘where harm to the person from whom discovery is sought outweighs the need of the 

person seeking discovery of the information.’” TBMP § 402.02; see also Phillies, 107 USPQ2d at 
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2152 (“While it is a general rule that parties involved in an adversary proceeding are entitled to seek 

discovery as they may deem necessary to help them prepare for trial, it is not the practice of the Board 

to permit unlimited discovery to the point of harassment and oppressiveness.”). 

Here, Google served broad RFPs seeking documents relating to VIA’s development and use of 

the CHROME mark, which spans events of a decade or more and multiple product lines and services 

offered through multiple different VIA divisions. However, Google did not confer with VIA about the 

methods VIA would use to collect responsive documents, including about the custodians and sources 

that VIA would search, either during the parties’ Rule 26(f) conference or at any other point prior to 

VIA completing the bulk of its document productions. Lee Decl., Ex. 3 (Chen Depo. Tr.) at 80:22-

90:7. Accordingly, VIA was well within its rights to devise its own reasonable plan for collecting and 

producing responsive documents. Frito-Lay v. Princeton Vanguard LLC, 100 USPQ2d 1904, 1909 

(TTAB 2011) (“[I]t is well-settled that the producing party is in ‘the best position to determine the 

method by which [it] will collect documents,’ at least ‘absent an agreement or timely objection.’”). 

Among other things, VIA’s plan involved its in-house legal team working to identify a dozen 

custodians across its graphics, chipset, and embedded product divisions likely to have responsive 

information, and directing those custodians to search their files using pre-tested keywords. Id. at 1906-

09 (efforts to respond to RFPs by “identifying document custodians and asking them to search their 

own files and computers” were adequate); G-F Decl. (Dkt. 41), Ex. H (Chen Depo. Tr.) at 22:11-

24:15, 61:9-61:21; Lee Decl., Ex. 3 (Chen Depo. Tr.) at 68:21-69:5. 

Google now complains after the fact that VIA did not produce documents from Mr. Brown, Dr. 

Weng, and Mr. Chen. But VIA has already represented under oath that these individuals do not have 

responsive documents to produce. G-F Decl. (Dkt. 41), Ex. H (Chen Depo. Tr.) at 47:4-47:13, 61:22-

62:15, 76:17-77:1. Specifically, as to Mr. Brown, VIA stated under oath that he was specifically asked 

whether he had documents and that he confirmed he did not. Id. at 61:22-62:4. VIA also explained that 

Mr. Brown is a very senior VIA executive who was not directly involved in the day-to-day operations 

of sales and marketing even though he may have been involved at a high level and his name might 

appear on some documents such as press releases. Id. at 61:22-62:15. VIA further explained that it 

collected and produced documents from members of Mr. Brown’s team, Julia Shiao and Gaynor De 
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Wit, in a good faith effort to ensure that its production included responsive documents from that team. 

Id. at 24:6, 62:4-62:5.   

Likewise, VIA stated under oath that Dr. Weng was asked whether he had responsive 

documents but turned out not to have any because, as the business head of the S3 product line, his 

involvement in the marketing and sale of S3 Graphics’ CHROME products was more high-level, 

rather than day-to-day. Id. at 47:7-47:12. Although Google misstates testimony given by Dr. Weng in a 

patent proceeding to make it appear as though he had more day-to-day involvement in S3’s marketing 

and sales activities, Dr. Weng’s actual testimony was that he had “day-to-day activity involving both 

the R&D, and then the [patent and technology] licensing and support and design activity, support and 

repair activity relating to the S3 Graphics [CHROME] products,” and oversight responsibility for 

nearly all aspects of S3’s operations. 4/21/15 G-F Decl. Re Mot. for Leave to Am. (Dkt. 35), Ex. A,7 

Weng USITC Depo. Tr., 15:5-15:11, 155:2-155:22. Plainly, day-to-day involvement in technical 

activities such as R&D, patent and technology licensing, and repair, and general oversight over and 

familiarity with S3’s overall operations does not equate to possession of documents about the 

marketing and sale of CHROME goods and services. 

Similarly, that VIA designated Dr. Weng as its 30(b)(6) witness for discovery depositions does 

not mean that Dr. Weng possesses additional responsive documents concerning marketing and selling 

CHROME products. Rather, it means that Dr. Weng would have been prepared to testify for VIA 

based on his review of records and other information known or reasonably available to VIA 

concerning Google’s deposition topics and not just on personal knowledge. TBMP § 404.06(b) 

(organization responding to 30(b)(6) deposition notice “may produce a witness who reviews the 

organization's records to become familiar with the topics for the deposition so that he or she may give 

knowledgeable and binding answers for the organization”); Fed. R. Civ. P. 30(b)(6). Google also omits 

VIA’s testimony under oath that it collected and produced documents from members of Dr. Weng’s 

marketing and sales team at S3, Amy Wu and Melody Chou, in a good faith effort to ensure that its 

production included responsive documents from that team. G-F Decl. (Dkt. 41), Ex. H (Chen Depo. 

Tr.) at 47:4-47:13.  

                                                
7
 VIA refers the Board to these prior, more extensive excerpts of Dr. Weng’s testimony filed by Google, 

which Google appears to have edited down in the instant Motion to mask its misstatement of his testimony. 
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As for Mr. Chen, VIA testified under oath that it did not seek documents from him because as 

CFO of VIA, which owns many brands and not just CHROME, Mr. Chen “never directly worked on 

any CHROME-related operations,” and VIA’s counsel also previously informed Google of the same. 

Id. at 76:23-77:1; Mot. at 17.  

By not only repeatedly confirming to Google, including under oath, that Mr. Brown, Dr. 

Weng, and Mr. Chen do not have additional responsive documents to produce while ensuring that its 

collection and production efforts included relevant custodians supervised by these high-level 

executives, VIA has more than complied with its discovery obligations under the Board’s precedents, 

which simply require that a responding party inform the requesting party of the non-existence of 

documents. Byer Cal. v. Clothing for Mod. Times, 95 USPQ2d 1175, 1177 (TTAB 2010) (denying 

motion to compel against party that represented it had no additional responsive documents because it 

“cannot be compelled to produce what it does not have”); Pioneer, 74 USPQ2d at 1679. Under such 

circumstances, Google’s unsubstantiated belief that VIA’s high-level executives must have additional 

documents relating to the marketing and sale of CHROME goods and services “simply is not enough 

to grant a motion to compel.”8 Frito-Lay, 100 USPQ2d at 1909; see also Fisons Ltd. v. Capability 

Brown Ltd., 209 USPQ 167, 170 (TTAB 1980) (“While opposer may not be satisfied with the answers, 

they have been made under oath and we must assume that they are accurate in the absence of evidence 

to the contrary.”). 

Google’s other claim that VIA “excluded its entire U.S. sales force from its document search, 

collection, and production efforts” is false. Mot. 16-17. Google asserts that while Ms. Wu named Mr. 

Pai as its current head of U.S. sales and marketing, along with several other members of the U.S. sales 

and marketing team, “[n]either Mr. Pai nor any such team members were among the custodians 

identified by Ms. Chen.” Id. But conspicuously absent from Google’s brief are the names of the U.S. 

sales and marketing team members that Ms. Wu identified and VIA supposedly excluded (below left: 

Joseph Chung, Audrey [sic] [Tsai]) which, in reality, clearly overlap with those on VIA’s custodian 

list (below right: Joseph Chung, Audry Tsai):   

 

                                                
8
 The same is true for Google’s wholly unsubstantiated assertion that VIA’s claim under oath that it 

collected documents from Epan Wu is “suspect, at best.”  Mot. at 16. 
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See G-F Decl. (Dkt. 41), Ex. H (Chen Depo. Tr.) at 23:25-24:6, Ex. I (Wu Depo. Tr.) at 55:5-21 & Ex. 

J at 6 (acknowledging Ms. Wu identified Audry Tsai); Wu Decl. ¶ 2. Google also omits that: (1) Mr. 

Pai only became U.S. sales and marketing head in October 2014, after VIA had largely completed its 

productions in this matter, and (2) one of the custodians VIA collected documents from, Epan Wu, is 

not just Mr. Pai’s predecessor as U.S. marketing and sales head but the current worldwide marketing 

and sales head over him. Lee Decl., Ex. 5 (Wu Depo. Tr.) at 56:4-58:13. Thus, Google’s insinuation 

that VIA has run afoul of Frito-Lay’s admonishment that a responding party “ensure that it works 

with, and searches for documents maintained by, the appropriate employees and/or custodians” and be 

able to show “overlap” between employees in positions relevant to its use of the subject marks and the 

custodians who searched their documents in response to its opponent’s discovery requests falls flat. 

100 USPQ2d at 1910-11. 

Further, to the extent that Google maintains that it is entitled to ask for documents from “all” 

VIA’s U.S. sales and marketing team members despite that such documents would be duplicative and 

cumulative of those it has already received from representative members of that team, such belief flies 

in the face of the Board’s practice of permitting a responding party to comply with broad discovery 

requests by “providing a representative sampling of the information sought, or some other reduced 

amount of information which is nevertheless sufficient to meet the propounding party’s discovery 

needs.” TBMP § 402.02; see also Domond v. 37.37, Inc., 113 USPQ2d 1264, 1266-67 (TTAB 2015) 
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(it is “appropriate” to respond to requests seeking “all documents” for an extended time period by 

producing “only a representative sampling”); Bahlsen K.G. v. Mother's Cake & Cookie Co., 1996 

TTAB LEXIS 482, *8 (TTAB 1996) (non-precedential) (petitioner “need only provide a representative 

sampling of relevant documents which address these requests” rather than having to provide “all” 

responsive documents); Sunkist Growers, Inc. v. Benjamin Ansehl Co., 1985 TTAB LEXIS 20, *1-*2 

(TTAB 1985) (“A reasonably representative sample of some items is sufficient where there are so 

many items as to make the responding party's task burdensome.”); Am. Optical Corp. v. Exomet, Inc., 

181 USPQ 120, 122 (TTAB 1974). 

In sum, the Board should follow its precedents and practice and decline to compel VIA to 

produce documents from custodians whom VIA has confirmed do not have documents and/or whose 

documents would merely be duplicative and cumulative of those already produced.   

B. Google Cannot Compel A Response To An Interrogatory About Licensees 

And Related Companies That It Never Served. 

Google moves the Board to compel VIA to “[i]dentify any licensee or related company upon 

whose use of the CHROME mark Registrant relied when filing its Statements of Use and Combined 

Declaration of Use & Incontestability, and upon which it currently relies as a basis for its rights in the 

CHROME mark.” However, as is evident from the fact that there are no such interrogatories along 

these lines in Google’s list “of the Interrogatories . . . propounded by Google that are most relevant to 

this Motion to Compel,” Google never actually served an interrogatory seeking this information. G-F 

Decl. (Dkt. 41), Ex. A. The sole Google interrogatory that could even arguably be said to relate to this 

topic is its Interrogatory No. 1, which merely asks in vague and compound fashion that VIA 

“[i]dentify each PERSON that has used or it is contemplated will in the future use the CHROME 

MARKS in the U.S. in connection with providing or offering for sale goods or services.” Id. VIA has 

already adequately responded to Interrogatory No. 1 by objecting to it as “vague” and “compound” and 

identifying “VIA Technologies, S3 Graphics, Fujitsu, and Zotac.” Lee Decl., Ex. 1. Thus, Google has 

already received all of the information that it was entitled to receive in response to the interrogatory it 

actually propounded and cannot ask the Board to compel VIA to provide additional information that 

clearly exceeds its scope. This is especially true given that Google never raised that VIA’s response to 

Interrogatory No. 1 was deficient at any point prior to filing this Motion suggesting that this 
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interrogatory is relevant to its requests for relief. Lee Decl. ¶ 8. TBMP § 402.02 (“[A] party will not be 

permitted to obtain, through a motion to compel, discovery broader in scope than that actually sought 

in the discovery request(s) to which the motion pertains.”); Sigler Cos., Inc. v. TSDC, LLC, Opp. No. 

91200197 (Sept. 10, 2012), 3-4 (denying motion to compel supplemental responses to interrogatories 

where movant’s interrogatories did not actually request any of the information that it was seeking to 

compel and responding party had answered interrogatories as served); Fisons, 209 USPQ at 170 (“[A] 

party may not widen the scope of the discovery sought by way of a motion to compel.”). 

C. Google Cannot Compel VIA To Produce Documents That Are Not In Its 

Possession, Custody, Or Control.  

Google relies on Pioneer in arguing that VIA was remiss in failing to collect, review, and 

produce documents from licensees or related companies that are neither VIA entities nor otherwise 

under VIA’s control, such as Fujitsu and Zotac, and must be compelled to do so. Mot. at 20-22.9 But 

Google’s own authority controverts rather than supports its argument: Pioneer makes clear that it is 

only Google that was remiss in failing to diligently pursue non-party discovery on its own. 

Pioneer involved opposition proceedings where the applicant moved to compel supplemental 

responses to discovery requests seeking documents relating to a survey commissioned by the opposer 

or, alternatively, for leave to subpoena the documents directly from the survey author. 74 USPQ2d at 

1678-79. In opposing this motion, the opposer argued that it could not provide what it did not possess, 

applicant’s RFPs were inapplicable to documents held by a non-party witness, and insofar as discovery 

had closed, the applicant had foregone its opportunity to subpoena the requested documents. However, 

the opposer had previously responded to the discovery requests at issue by stating that it would 

produce responsive documents without informing the applicant that it did not have possession or 

control of any such documents apart from the final report. 

Observing that “[c]ontrol with respect to the production of documents is defined . . . ‘not only 

as possession, but as the legal right to obtain the documents requested upon demand,’” the Board 

                                                
9
 Although Google makes confusing references to S3 Graphics and VIA Technologies, Inc., California, in 

the section of its motion regarding VIA’s obligation to produce documents from related companies, Google 

admitted that VIA produced documents from these subsidiaries, Mot. at 22, and VIA also confirmed under 

oath that its document collection and production efforts covered the same, G-F Decl. (Dkt. 41), Ex. H 

(Chen Depo. Tr.) at 23:14-15, 24:3-6, 74:25-75:1. 
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concluded that the applicant had acted reasonably in assuming that the documents at issue would be in 

the opposer’s possession or control, whereas the opposer “acted unreasonably in failing to inform [the 

applicant] that they were not, thereby depriving [the applicant] of the opportunity to timely seek a 

subpoena and obtain the documents by other means.” Id. at 1679 (emphasis added). The Board further 

stated that although “[a] party may not mislead its adversary by stating that it will produce documents, 

and then fail to do so and claim that the documents are not within its possession or control . . . . [i]t 

should be enough for the party to respond by saying that a particular document is not in 

existence or that it is not in the responding party’s possession, custody, or control.” Id. (emphasis 

added). Thus, the Board held that the opposer was required to produce responsive documents to the 

extent they were under its control as the party commissioning the survey and, in the alternative, held 

that if the opposer was ultimately unable to comply for lack of possession or control of the documents, 

the Board would suspend the proceedings to allow the applicant time to obtain them by subpoena. Id. 

Unlike in Pioneer where the opponent misled the applicant by stating that it would produce 

responsive documents without disclosing that all but the final report were out of its possession, 

custody, or control, here, Google has admitted that VIA served RFP responses at the very outset of 

discovery stating that it would not produce any documents from non-VIA entities on the grounds that 

they were out of its possession, custody, or control. Mot. at 12-13 (“[I]n its responses to Google’s 

RFPs [served on August 6, 2013], Registrant indicated that Registrant had excluded such entities 

from the scope of its document collection efforts.”); G-F Decl. (Dkt. 41), Ex. G at 3 & Ex. J at 7. 

Google also knew no later than May 30, 201410 when VIA served its Second Amended Response to 

Interrogatory No. 1 that VIA was relying on Fujitsu and Zotac’s use and/or future use of the 

CHROME mark. Lee Decl., Ex. 1. Yet, Google did nothing with this knowledge in the year remaining 

in discovery other than serve a last-minute subpoena on Fujitsu America demanding that it produce in 

two weeks “all” documents and communications concerning use of the mark on goods and services, 

including documents and communications relating to all advertising and marketing efforts and 

reflecting sales and distribution of such goods and services by amount, date, and location. Id. at ¶ 3 & 

                                                
10

 For its part, Google has admitted having known that VIA was relying on use by related companies within 

the meaning of the Trademark Act at least as of July 24, 2014 when VIA served its responses to Google’s 

first set of requests for admission. Mot. at 12-13 & G-F Decl., Ex. O. 
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Ex. 2. As such, whereas VIA complied with its obligations under Pioneer to “say[] that [the documents 

of non-VIA entities are] . . . not in [its] possession, custody, or control,” Google inexplicably wasted 

its “opportunity to timely seek a subpoena and obtain the documents by other means” and cannot now 

be heard to complain that it does not have these documents or blame VIA for this problem that is of its 

own creation. Pioneer, 74 USPQ2d at 1679; see also TBMP § 406.02 (“Generally, a party does not 

have an obligation to locate documents that are not in its possession, custody or control and produce 

them during discovery.”); Wright, Miller & Marcus, 8B Fed. Prac. & Proc. Civ. 3d  § 2210 (2010) 

(“Fed. Prac. & Proc.”) at 148 (“[T]he party believed to have the documents or things can respond by 

saying that they are not in its possession, custody, or control should this be the case.”). 

Although Google baldly asserts that it is “not credible” for VIA to claim that it lacks the ability 

to demand that its customers respond to Google’s far-reaching RFPs, the burden is on Google to prove 

the existence of control, not on VIA to disprove it. U.S. v. Int’l Union of Petrol. & Indus. Workers, 870 

F.2d 1450, 1452 (9th Cir. 1989) (“The party seeking production of the documents . . . bears the burden 

of proving that the opposing party has . . . control [i.e., the right to obtain documents on demand].”); 

Connection v. Haight, 2015 U.S. Dist. LEXIS 72604, *16 (D. Kan. June 4, 2015). Google cannot carry 

its burden on this “‘highly fact-specific’ inquiry” with conclusory assertions and speculation alone. 

Pioneer, 74 USPQ2d at 1679; see also Fed. Prac. & Proc. § 2210 at 149. Thus, Google may not 

compel VIA to produce documents from non-VIA entities that Google should have sought on its own. 

D. Google Cannot Compel VIA To Produce Additional Documents Simply 

Because It Disagrees That VIA’s Evidence Is Sufficient To Show Use.  

Further ignoring the Board’s precedents and practice, Google demands the Board to compel 

VIA to produce still more documents showing its continuous and current use of the CHROME mark in 

connection with the goods and services identified in the CHROME registrations. In the alternative, 

Google insists that VIA must amend its interrogatory responses to reflect additional goods and services 

on which the mark was never used or only used for a limited time. These demands are baseless. 

As a threshold matter, Google tries to exaggerate the list of goods and services in dispute and 

thereby exaggerate the so-called gaps in VIA’s productions. Calling them “Disputed Goods and 

Services,” Google includes many goods and services that it knows VIA has already deleted or is 

seeking to delete from the subject registrations through: (1) the Combined Declaration of Use and 
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Incontestability that it filed before the start of these proceedings deleting, and thereby removing from 

dispute, several goods from Registration No. 3,360,331, and (2) its currently pending motion to amend 

seeking to delete and accept judgment as to all but one of these so-called “Disputed Services” in 

Registration No. 3,951,287 (Dkt. 30). In fact, the number of goods and services remaining in dispute is 

rather limited given Google’s recent concessions that the documents it has received from VIA establish 

use as to the vast majority of the goods and services that VIA is continuing to assert in the subject 

registrations. Specifically, in moving to amend its cancellation petition on April 21, 2015, Google 

admitted that “Registrant offers graphics chips, chipsets, and graphics processing units (‘GPUs’) under 

the CHROME mark, as well as software drivers that enable the interoperability of the foregoing 

products with third-party software and firmware (collectively, ‘Graphics Products’).” 4/21/15 Google 

Mot. for Leave to Am. (Dkt. 35) at 3 & n.1. Google’s counsel also submitted a declaration attesting 

that her review of the documents produced by VIA showed use of the subject mark on “graphics chips, 

chipsets, graphics processing units (GPUs), including GPUs installed on what appear to be graphics or 

video cards, and software drivers that allow these products to operate with third-party hardware or 

software” and “customization services provided to Registrant's customers for its graphics chips, 

chipsets, and graphics processing units (GPUs), and associated software drivers under the CHROME 

mark.” 4/21/15 G-F Decl. Re Mot. for Leave to Am. (Dkt. 35) ¶ 11. 

Even as to the handful of goods and services that are actually still in dispute, such as 

computers and motherboards, Mot. 7-11, it is clear that the only basis for Google’s motion is its 

unsubstantiated belief that VIA has not yet produced sufficient documents to support use. But VIA not 

only disagrees with Google’s assessment of the sufficiency of its evidence as to such goods and 

services, it has confirmed that it has already produced all such documentary evidence that it could 

locate upon a reasonably diligent search. Mot. at 6-7, 21 (acknowledging receipt of such confirmation 

from VIA); Lee Decl. Re Mot. to Quash (Dkt. 43) ¶ 2. As stated above, the Board has held that a 

party’s mere dissatisfaction with or refusal to believe its adversary’s representations that it has already 

fully responded to discovery cannot be the basis for a motion to compel. Frito-Lay, 100 USPQ2d at 

1909 (“[A] mere ‘belief that documents must exist simply is not enough to grant a motion to compel 
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that would require [the party] to go back to square one and begin its document collection efforts 

anew.’”); Byer, 95 USPQ2d at 1177; Pioneer, 74 USPQ2d at 1679; Fisons, 209 USPQ at 170.  

Although Google attempts to skirt these precedents and the entire trial process by pressing the 

Board to decide on the incomplete record presented, rather misleadingly, in this discovery motion the 

ultimate issue in this case – i.e., the sufficiency of VIA’s evidence of use as to the goods and services 

that remain in dispute – this maneuver violates yet another well-established Board rule against 

prematurely considering the probative value or sufficiency of evidence or testimony prior to the final 

decision in a case. PC Club v. Pac. Bus. Sys., 1997 TTAB LEXIS 490, at *5 (TTAB 1997) (non-

precedential) (“While respondent may believe that the discovery depositions offered by petitioner do 

not prove petitioner’s case, the Board does not read testimony or consider other evidence prior to the 

final decision in the case.”); Weyerhaeuser Co. v. Katz, 24 USPQ2d 1230, 1233 (TTAB 1992) (“The 

Board does not read testimony and consider substantive objections to evidence, or determine the 

probative value of evidence, prior to final hearing.”); TBMP § 502.01 (“[F]or reasons of administrative 

economy, it is the policy of the Board not to read trial testimony or examine other trial evidence prior 

to final decision. For this reason, the Board will defer consideration of substantive objections to trial 

evidence . . . until final decision. Therefore, except for the motions for involuntary dismissal . . . for 

failure of the plaintiff to take testimony, the Board will not entertain any motion challenging or 

otherwise relating to the probative value or sufficiency of a party’s trial evidence.”); TBMP § 534.04.  

Because VIA is not required to preview all of its evidence and arguments relating to the 

ultimate issue for trial – i.e., whether it used the CHROME mark continuously as to the disputed goods 

and services – for Google at this juncture when the Board will not even consider it, VIA expressly 

reserves its right to present its arguments at trial and will not undertake to rebut each and every one of 

Google’s meritless contentions regarding the sufficiency of its evidence here. See TBMP § 414(7) 

(“[A] party is not required, in advance of trial, to disclose each document or other exhibit it plans to 

introduce.”); Domond, 113 USPQ2d at 1267 (party is not required to disclose information relating to 

its case in chief and legal strategies in advance of the trial period); Charrette Corp. v. Bowater 

Commun. Papers Inc., 13 USPQ2d 2040, 2041 (TTAB 1989) (“The Board has held that a party need 

not specify the evidence it intends to present in support of its case” in advance of trial.).  
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However, VIA reiterates that many of the representations made by Google in its moving papers 

concerning so-called deficiencies in VIA’s evidence are facially false and misleading. This is 

especially apparent from Google’s efforts to distort Ms. Wu’s 30(b)(1) deposition testimony even apart 

from the example discussed above where Google misrepresented that there was no overlap between the 

members of VIA’s U.S. sales and marketing team identified by Ms. Wu and the custodians from whom 

VIA collected documents. See supra III.A. As a further example, Google gives the Board the false 

impression that Ms. Wu’s limited ability to confirm use of the CHROME mark with system products 

such as computers and motherboards or non-graphics-related services somehow establishes that VIA 

failed to use the mark in connection with these goods and services. Mot. at 5-11. But Google 

misleadingly omits that Ms. Wu repeatedly explained that she was not in a position to give such 

confirmations because for 12 of the 14 years that she had worked at VIA, she was at VIA’s subsidiary, 

S3, which only handles graphics-related products and services, and even after she moved over to VIA 

itself, her primary responsibility was for component products, not system and board products like 

computers and motherboards. See, e.g., Lee Decl., Ex. 5 (Wu Depo. Tr.) at 34:10-15 (“Q: Does VIA 

Technologies sell a computer named Chrome? THE WITNESS: I don't know. I don't handle those 

products; so I don't know.”) (objections omitted, emphasis added), 79:13-15,11 102:25-104:3, 149:6-

17, 168:16-21, 173:23-175:4. For Google to urge the Board to draw negative inferences about VIA’s 

use on products and services from Ms. Wu’s 30(1)(1) testimony in her individual capacity, all the 

while knowing that she lacked the firsthand knowledge to confirm use as to such products and 

services, is the epitome of bad faith. 

Similarly, Google’s claim that Ms. Wu’s testimony reveals that VIA is withholding an MDF 

contract” relating to Fujitsu’s use of the CHROME mark is demonstrably false on the face of Google’s 

own moving papers. Mot. 13, 22. Although Google deliberately and inexplicably chose not to show it 

to Ms. Wu during her deposition in December 2014, the very “MDF contract” with Fujitsu that Ms. 

Wu testified that she provided to counsel was produced to Google in March 2014, was appended as an 

exhibit to VIA’s July 2014 opposition to Google’s prior motion to compel and, is, in fact, appended as 

Exhibit N to the declaration that Ms. Givner-Forbes submitted in support of this very motion brought 
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by Google. See G-F Decl. (Dkt. 41), Ex. N (document entitled “S3 Chrome 430 ULP MDF letter For 

Fujitsu MG model”); Wu Decl. ¶ 3; 7/9/14 Lee Decl. Re VIA Opp. to Mot. to Compel (Dkt. 20), Ex. 

N. Indeed, Ms. Givner-Forbes acknowledges that Exhibit N to her declaration in support of the instant 

motion is “[a] letter agreement describing Registrant’s arrangement with Fujitsu with respect to the 

[CHROME] stickers.” G-F Decl. (Dkt. 41) ¶¶ 33-34. Again, for Google to falsely accuse VIA of 

withholding a document that it has had for over a year reinforces that Google has acted improperly in 

these proceedings and in bringing this motion. The Board should thus reject Google’s baseless and 

disingenuous ploy to force premature argument and consideration of the ultimate issue for trial. 

E. Google Lacks Good Cause For Any Extension. 

Google does not – because it cannot – even attempt to carry its burden of showing that it has 

the requisite “good cause” for its request for an eighth extension of a discovery period that 

commenced two years ago. Instead, Google apparently assumes that if it prevails on any part of its 

motion to compel additional discovery, the Board will automatically grant it 60 more days to review 

the discovery that is compelled and conduct “any additional discovery needed thereafter” irrespective 

of the nature and volume of such additional discovery and the fact that Google has already squandered 

the seven prior discovery extensions consented to by VIA and/or granted by the Board. Mot. at 24. 

Google is not only incorrect as to its entitlement to compel additional discovery from VIA for all of 

the reasons enumerated above, it is incorrect in assuming that the grant of a motion to compel 

automatically resets discovery. 

While NFL v. DNH does provide that “the Board is liberal in granting extensions of time 

before the period to act has elapsed” Google omits that the Board expressly limited application of this 

principle to cases where “the moving party has not been guilty of negligence or bad faith and the 

privilege of extensions is not abused.” 85 USPQ2d 1852, 1854 (TTAB 2008). Google also omits that 

under NFL, and other Board precedents, a motion to extend the discovery period will ordinarily be 

denied even absent bad faith or abuse of the extension privilege where, as here, the movant fails to 

diligently pursue discovery. Id. (although it was movants’ first request to extend any deadline and 

there was no evidence of bad faith, movants failed to establish good cause to support extending 

discovery for any length of time because they waited until final day of discovery to serve written 
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discovery requests, did not attempt to depose adversary during discovery period, and their claim that 

delay was occasioned by settlement discussions was not supported by evidence); see also Luehrmann 

v. Kwik Kopy Corp., 2 USPQ2d 1303, 1305 (TTAB 1987) (“A party may not wait until the waning 

days of the discovery period to serve his discovery requests or notices of deposition and then be heard 

to complain that he needs an extension of the discovery period in order to take additional discovery. 

Mere delay in initiating discovery does not constitute good cause for an extension of the discovery 

period.”); Misc. Changes to TTAB Rules (Final Rule), 63 Fed. Reg. 48,081, 48,088 (Sept. 9, 1998) 

(refusing to “specify in [Trademark Rule 2.120(e) re motions to compel] that the Board will provide 

additional time for discovery if a motion to compel is granted” because resetting of discovery dates 

depends on movant’s diligence in pursuing discovery); cf. Luster Prods. v. Van Zandt, 104 USPQ2d 

1877 (TTAB 2012) (motion to reopen discovery denied where movant’s inability to complete 

discovery was due to its own strategic choice not to move to compel promptly after opponent’s failure 

to serve initial disclosures and refusal to consent to extension). 

Here, Google made a strategic choice to wait until just three business days before the discovery 

cutoff consented to by VIA (taking the risk that this was 25 days after the last discovery cutoff the 

Board actually approved) to move to compel regarding so-called discovery deficiencies that it was 

admittedly aware of for months. Specifically, Google knew that VIA was not producing documents in 

the possession of non-VIA entities by no later than August 6, 2013, and it also knew the identity of the 

relevant non-VIA entities by no later than May 30, 2014. G-F Decl. (Dkt. 41), Ex. G at 3 & Ex. J at 7; 

Lee Decl., Ex. 1. Yet, Google sat on this information for a year until it finally decided to serve Fujitsu 

America with a subpoena on May 19, 2015, Lee Decl., Ex. 2, and filed this Motion asking the Board to 

compel VIA to procure documents from such non-VIA entities on May 28, 2015 (Dkt. 41).  

Likewise, Google knew by November 25, 2014 the identity of the custodians whose documents 

VIA had produced and that VIA did not have documents to produce for Mr. Brown, Dr. Weng, and 

Mr. Chen, G-F Decl. (Dkt. 41), Ex. H (Chen Depo. Tr.) at 23:25-24:6, 47:4-47:13, 61:22-62:15, 76:17-

77:1, but nevertheless waited until February 13, 2015 to complain that VIA had not produced 

documents from Mr. Brown, Dr. Weng, Mr. Chen, and VIA’s U.S. sales and marketing team, Rhee 

Decl. Re VIA Mot. to Quash (Dkt. 43), Ex. 8. Google also knew by no later than March 27, 2015 that 
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VIA would not be producing such documents, G-F Decl. (Dkt. 41) ¶ 53; Lee Decl. Re Mot. to Quash 

(Dkt. 43) ¶ 2, but delayed for another 67 days – i.e., more time than it is now claiming it still needs to 

complete discovery – before taking these alleged deficiencies up with the Board.  

Finally, Google has already received and wasted multiple completely unnecessary extensions, 

including a lengthy 120-day extension that VIA stipulated to only on the express condition that Google 

would refrain from propounding new discovery requests unless they stemmed from information 

acquired during the depositions of Ms. Chen, Ms. Wu, Mr. Brown, Dr. Weng, and Ms. Meier, most of 

which Google never bothered to follow through and take, or constituted follow-up to previously served 

discovery requests, which condition Google has repeatedly violated. Rhee Decl. Re Mot. to Quash 

(Dkt 43), Ex. 7 at 14-19. 

These facts speak for themselves and give the lie to any claim by Google that it “has not been 

guilty of negligence or bad faith and the privilege of extensions is not abused.” NFL, 85 USPQ2d at 

1854. As such, the Board should put an end to Google’s negligence and bad faith delay by denying any 

further extension of the discovery period and allowing this matter to proceed to trial.  

IV. CONCLUSION 

WHEREFORE, VIA respectfully asks that the Board deny Google’s motion to compel further 

discovery and a further extension of deadlines on the grounds that Google is not entitled to such relief 

given that VIA has already complied in good faith with Google’s discovery requests and Google’s 

unreasonableness in waiting to bring this motion on the eve of trial. 

Dated: June 17, 2015 Respectfully submitted, 
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